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35 use Section 103: 

The Examiner has rejected claims 1-4, 7-10, 12-14 and 16-18 as being 
unpatentable over applicant's admitted prior art in view of lyima et al. (US6,330,743). 
The Examiner has also rejected claims 5-6 and 15 as being obvious in view of Hjima in 
viewofOtsu]£u(US 2001/0005297). 

The Examiner asserts tiiat claim 1 as it was previously written does not recite a 
particular order to when CMP or ion milling occurs relative to each other. The 
Applicant has amended claim 1 to recite the unique and novel combination of CMP and 
ion milling, wherein a CMP is first performed to remove a portion of the dielectric layer 
and then an ion miU is performed to remove a fiirther portion of the dielectric layer, the 
ion milling being performed sufficiently to expose the magnetic layer. There is no 
teaching or suggestion in the prior art to perform such a two step process in the order 
claimed in amended claim 1. Claim 1 as amended is therefore patentable over the prior 
art. 

The Examiner has quoted (at the bottom of page 4 of the Office Action) 
language from lijima wliich states, 

"[a] portion of the first magnetic layer exposed in the recess is etched 
such that the recess is dug down over into the first magnetic layer over a part of 
a vrbole thickness of the first magnetic layer, and said etching is perfonned by an 
ion beam etching such as ion miilmg", 

Claun 1 as amended recites that the ion milling is specifically performed to 
remove the dielectric material and specifically designed not to remove the magnetic 
material. Support for this addition to claun 1 can be found on page 12, Imes 3-17 of the 
specification. Because Kjima teaches using an ion miU to remove the magnetic material, 
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thereby creating a recess in the magnetic material, not only does Ijiima not teach the 
mvention recited in claim 1, it actually teaches away from the invention. 

Therefore, the Applicant sincerely beheves that claim 1 as amended is patentable 
over the prior art. Since the remaining claims 2-10 and 12-18 all depend from allowable 
claim 1 these claims are also allowable over the prior art A notice of allowance is, 
therefore, respectfully requested. For payment of any fees due in connection with the 
filing of this paper, the Commissioner is authorized to charge such fees to Deposit 
Account 50-2587 (Order No.HSJ920040008USl), 

Respectfiilly submitted^ 

By: /Ronald B. Feece/ Date: 1Q/U/2006 

Ronald B. Feece 
Reg. No. 46,327 

Zilka-Kotab, PC 

P.O. Box 721120 

San Jose, California 95172-1 120 

Telephone: (408) 971-2573 

Facsimile; (408) 971-4660 
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